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096981-0108et al

IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

In re , SerialNo. 85/485,097
Filed by Booking.comB.V. on Dec. 1, 2011
ExaminingAttorney: Caitlin Watts-Fitzgerald,Law Office 111

In re: BOOKING.COM, SerialNo. 79/114,998
Filed by Booking.comB.V. on June5, 2012
ExaminingAttorney: SharonA. Meier, Law Office 112

In re: BOOKING.COM Stylized letters,SerialNo. 79/122,365
Filed by Booking.comB.V. on November7, 2012
ExaminingAttorney: NelsonB. SnyderIII, Law Office 107

In re: BOOKING.COM DesignandStylized letters,SerialNo. 79/122,366
Filed by Booking.comB.V. on November7, 2012
ExaminingAttorney: NelsonB. SnyderIII, Law Office 107

CONSOLIDATEDAPPEAL BRIEF

This is a consolidatedappeal of the trademark Examiners’ refusal to register the

trademarksBOOKTNG.COM, SerialNo. 79/114,998;BOOKTNG.COM with Globeand Suitcase

Design,SerialNo. 85/485,097;BOOKLNG.COM in Stylized Letters,SerialNo. 79/122,365.and

BOOKFNG.COMin StylizedLetters,Serial No.79/122,366 (collectively, the “BOOKING.COM

Marks”) on the groundthat “BOOKING.COM” is genericwithin the meaningof Section2(e)(1)

of the TrademarkAct or, in the alternative,that the mark is descriptiveand has not acquired

distinctiveness.

INTRODUCTION

Applicant offers the top-rated and “most trusted” accommodationssite in the United

Statesunder the mark BOOKING.COM. Applicant has applied to register BOOKLNG.COM

(word mark), Serial No. 79/114,998;BOOKING.COM with a Design, Serial No. 85/485,097;

4817-3628-2401.1



BOOKTNG.COM in Stylized Letters. Serial No. 79/122,365and BOOKNG.COM in Stylized

Letters.SerialNo. 79/122,366for a varietyof travel relatedservices.1

The application for BOOKTNG.COM and Design, Serial No. 85/485,097,was initially

approved for publication on the Principal Register on October13, 2012 based on acquired

distinctivenessas to “BOOKING.COM.” (Ser. No. ‘097. PTO Action dated Oct. 16, 2012).

However, the application was then withdrawn from publication and a disclaimer of

BOOKING.COM wasrequired. (Ser.No. ‘097, PTO Action datedNov. 28, 2012).

The central questionson appealare whetherthe mark BOOKfNG.COM is capableof

functioning as a trademarkand, if so, whetherthe mark hasacquired distinctiveness.Applicant

submits thatunlessthe legalconceptof “genericness”is fundamentallyredefinedand deprived

of all meaning,the answerto both questions mustbe yes. Applicant further submits that the

SerialNo. 85/485097coversClass39: Travel agencyservices,namely, makingreservationsfor transportation:travel and tour
ticket reservationservices;travel agencyservices,namely,making reservationsfor transportationfor tourists; provisionof travel
information: providing consultationrelatedto making reservationsfor transportation.and travelandtour ticket reservation;all of
the foregoingservicesrendered in-personand via the internet:Class43: Making hotel reservationsfor othersin personand via
the internet: providingpersonalizedinformation about hotelsand temporaryaccommodationsfor travel in-personandvia the
Internet:providing on-line reviewsof hotels;consultationservicesrelatedto making hotel reservationsfor others,provision of
personalizedinformationabouthotelsandtemporaryaccommodationsfor travel, and on-line reviewsof hotels.;SerialNo.
79/114.998coversClass39: Arrangingof toursand arrangingof toursonline: reservationand saleof travel ticketsandonline
reservationand saleof travel tickets: information, adviceand consultancy regardingthe arrangingof tours and thereservation
and saleof travel tickets: provision of informationrelatingto travel andtravel destinations:travel and tour agencyservices,
namely,travel and tour ticket reservationservices:travel agency services:tourist agencyservices;providing online travel and
tourismservices,namely,providing online travel and tour ticket reservationservices,online travel agencyservices,online tourist
agencyservicesand providing online information relating to travel and travel destinations:Class43: Making hotel reservations
for others:holiday accommodationreservationservicesand resortreservationservices,namely.providing hotel room reservation
servicesand resorthotel reservationservicesand providing online hotel and resorthotel room reservationservices;providing
information abouthotels,holiday accommodationsand resortsaccommodations,whetheror not basedon the valuationof
customers;providing information, adviceand consultancyrelating to making hotel reservationsand temporary accommodation
reservations;providing online information,adviceand consultancvrelatingto making hotel reservationsand temporary
accommodation reservations.SerialNo. 79’122366coversClass43: Hotel reservationservicesfor others:holiday
accommodationreservationservicesand resortreservationservices,namely,providing hotel roomreservationservicesand resort
hotel reservationservicesand providing online hoteland resorthotel roomreservationservices:providing information about
hotels,hotel accommodationsand resortsaccommodations,whetheror not basedon the valuationof customers; information,
adviceand consultancyrelating to the aforesaidservices:the aforesaidservicesalso providedelectronically
SerialNo. 79/122365covers Class43: Hotel reservationservicesfor others;holiday accommodationreservationservicesand
resortreservationservices,namely,providing hotel room reservationservicesand resorthotel reservationservicesand providing
online hotel and resorthotel room reservationservices;providing information about hotels,hotel accommodationsand resorts
accommodations,whetheror not basedon the valuationof customers:information,adviceandconsultancy relatingto the
aforesaidservices;the aforesaidservicesalso providedelectronically.
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examiners have failed to address (and also misconstrued) controlling law; have taken

fundamentally contradictorypositions to one another; have failedto carry their own factual

burdens;andhave failedto addressthe factsand legal argumentspresentedby Applicant.

Booking.com is the consumer-rankedmost trusted accommodationswebsite in the

United States. (Ser. No. ‘366, Resp.dated May 15, 2014, pp. 8494).2 It defies logic that

consumerswould rank BOOKING.COM as the most trusted accommodationswebsite if

consumersfailed to recognizeBOOKTNG.COM as a source-identifier. Statedanotherway, if

BOOKTNG.COM merelydesignateda type or categoryof services,consumerswould not be able

to attribute any particular level of quality to servicesoffered underthe designation. This is

plainly not the case, as consumers associate a very high level of quality with the

BOOKING.COM brand,resultingin the consumer-rankedawardby JD Power& Associatesthat

is of recordin this appeal.

Given the stature of the brand among consumers,the purposesof trademarklaw are

advancedby permitting Applicant to protect its great investment in its mark and to protect

consumers againstthe confusionthat would inevitably resultif others were freeto copy the

name. Denying registrationto the most trustedbrand in the field underminesthe purposesof

trademarklaw by betrayingthe trust consumersplacein the brand. In supportof this destructive

enterprise,the Examinershavebeenunableto identify even a single use by anyone otherthan

applicant of the name BOOKING.COM. All of Applicant’s competitorsseem quiteable to

provide accommodation reservationservices under trademarks such as Orbitz, Expedia,

Travelocity, Trip Advisor, and otherswithout any needto use theterm BOOKING.COM as a

2 The recordsfor the applicationsat issuein this appealcontain muchof the sameevidence. For the sakeof brevity,
Applicantwill cite to the recordof only one application,whenpossible. The pagecitation refers tothe pagenumber
of the PDF asdownloadedfrom TSDR.
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descriptor or as a genus name. In the marketplace,BOOKTNG.COM uniquely identifies

Applicant and its services.As a matter of law (and common sense) theresimply cannotbe a

genericterm designatingoniy onething. It is the very antithesisof genericness.

ARGUMENTS

I. BOOKING.COM IS NOT GENERIC

A. ApplicableLaw

Genericnessis a questionof fact. In re ReedElsevierProps.,Inc., 482 F.3d 1376, 1378,

82 U.S.P.Q.2d1378 (Fed Cir. 2007). The burden to establishthe fact of genericnessrests

squarelyon the Examining Attorney. In re Merrill, Lynch, Pierce, Fenner& Smith, Inc., 828

F.2d 1576, 1571 (Fed. Cir. 1987). The Examining Attorneymust satisfy that burdenby clear

evidence. Trademark Manual of Examining Procedure 1209.01(c)(i) (8th Ed., revised

April 2013) (“The ExaminingAttorney has theburdenof proving thata term is genericby clear

evidence.”).

The Supreme Courthasexplained thatto demonstratewhethera claimedmark is generic,

the relevant inquiry is whether the “primary significance of the term in the minds of the

consumingpublic is not the productbut the producer.” KelloggCo. v. NationalBiscuit Co., 305

U.S. 111, 118 (1938) (emphasisadded). “A generic term is one that doesnot distinguishthe

goodsof one producerfrom the goodsof others. Instead,it is one that either by definition or

through commonuse ‘has cometo be understoodasreferringto the genusof which the particular

productis a species.”KeeblerCo. v. Rovira Biscuit Corp.,624 F.2d 366, 373-74(1st Cir. 1980)

(quoting Abercrombie& Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 9 (2d Cir. 1976)). As

ProfessorMcCarthy alternatelyput it, “A mark answers thebuyer’s question ‘Who are you?

Wheredo you comefrom? Who vouchesfor you?But the [generic] nameof the productanswers
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the question ‘What are you?” J. Thomas McCarthy, McCarthy on Trademarksand Unfair

Competition,§ 12:01 (4th ed. 2014) (“McCarthy’s”).

The FederalCircuit hasexplainedthat “[t]he critical issuein determininggenericnessis

whethermembersof the relevantpublic primarily useor understandthe designationsoughtto be

registeredor that is alreadyregisteredto refer to the genusor categoryof goods in question.”

Resolutionof the issue“involves a two-stepinquiry: First, what is the genusof goodsor services

at issue? Second, is the term soughtto be registered . . . understoodby the relevant public

primarily to refer to that genusof goodsor services.” H Marvin Ginn Corp. v. Int’l Ass ‘ii of

Fire Chiefs, Inc., 782 F.2d 987, 990, 228 U.S.P.Q.2d528, 530 (Fed. Cir. 1986). More

specifically, the Examinersmust show that the “primary significance”of BOOKING.COM “to

the relevantconsumingpublic” is simply to designatethe genusor classof servicesidentified in

the applications(see note3, supra). See, e.g., Magic Wand, Inc. v. RDB, Inc.. 940 F.2d 638,

641-42, 19 U.S.P.Q.2d1551, 1554 (Fed. Cir. 1991).

“The salientquestionis the primary significanceof the term to the consumer.” S. Rep.

No. 98-627,at 5, reprintedin 1984 U.S.C.C.A.N.5718, 5722(emphasisadded). Hence,primary

significance is determinedby “the use and understandingof the [mark] in the context of

purchasing decisions.”McCarthy‘s § 12:8 (4th ed. 2014) (quotingRestatement(Third) of Unfair

Competition, § 15 cmt. c (1995)) (emphasisadded). The Examiners here have presented

absolutelyno evidenceof consumerunderstanding,in purchasingcontexts or otherwise. In

contrast,Applicant haspresentedampleevidencethat consumers recognize,use,andunderstand

BOOKING.COM to refer uniquely to Applicant and its services,including a consumer-ranked

first place awardby JD Powerand Associatesas the “most trusted” accommodationssite in the

country. other industry awards, significant interaction betweenApplicant and customerson
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social media, extensive sales, and unsolicited mediacoverage. (Ser. No. ‘366, Resp.dated

May 15, 2014,PP. 83-130; Resp.datedOct. 13, 2014,PP. 50-61). Without consumerrecognition

of BOOKING.COM as a source-identifier,none of the market successenjoyedby Applicant

would be possible.

B. Two-StepInquiry

The Examinershave not explicitly addressedthe two-step inquiry required to assess

genericness.It is unclearfrom the Denials of the Requestfor Reconsiderationwhat any of the

Examinersconsidersto be the genusof servicesor who are the relevantconsumersfor this

genus.

Applicant submits thatthe genusof servicesat issueis “travel agencyservices.” Other

generic terms commonly used to refer to on-line travel agency services include

“accommodationssites” or “travel sites.” The relevantconsumersof this genusof servicesare

ordinary consumerswho wish to obtain more information about varioustravel options and

purchaseor reserve travelrelatedservices. The relevantconsumersfor the business-oriented

services,such as providing consulting services in the field of making hotel reservationsand

temporary accommodationsreservationsare accommodations providersseekingto advertiseand

list their accommodationsfor rental. There is no evidence in the record that this relevant

consumingpublic “use[s] or understand[s]the designationsought to be registered”,namely,

BOOKLNG.COM, primarily to refer to travel agency servicesas such. Moreover,where,ashere,

there are ample readily available terms for the genusof services,such as “travel agency” (or

even “travel site” or “accommodationsite”), this is positive evidencethe disputedterm is not

generic. In re Dial-A-MattressOperatingCorp., 240 F.3d 1341,1346,57 USPQ2d1807, 1811

(Fed. Cir. 2001) (“Telephone shop-at-home mattresses”or “mattressesby phone” more apt

genericdescriptions);Elliot v. GoogleInc., U.S.P.Q. , 2014 BL 253506,2014U.S. Dist.
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Lexis 127352 (D. Ariz. Sept. 10, 2014) (“internet search engine”the genusto which Google

belongs),citing Q-TIPS, Inc. v. Johnson& Johnson,99 U.S.P.Q. 183, 108 F. Supp.845, 863

(1952) (distinguishing the claimed mark, Q-TIPS, from the descriptor, “double-tipped

applicator.”).

C. Examiners ConflateDescriptivenesswith Genericness

In each of the Office Actions, the Examiners have submitted evidence showing

descriptive use of “booking” and “.com” separatelyas evidence that the composite mark

BOOKING.COM is generic. Thisanalytical structure sets a lower bar for genericnessfor

domainnamemarks than othermarks, ignoresthe realitiesof the marketplaceand is contraryto

settledlaw.

There is no evidence whatsoever that consumersisolate and separately consider

“BOOKING” and “.COM” in Applicant’s mark any more than they isolate and separately

consider the two generic terms “COCA” and “COLA” in the famous mark COCA-COLA.

Indeed,trademarklaw hasalwaysrequiredthat marksbe consideredin their entirety. Estateof

P.D. Beckwith, Inc. v. Comm’r of Patents,252 U.S. 538, 545-46 (1920); In re Hutchinson

Technology,852 F.2d 552 (Fed. Cir. 1988). Conspicuously,none of the Examinershas ever

addressedsuchcontrolling law establishedby the Supreme Courta centuryago. For this reason

alone,the refusalsto registercannotbe sustained.

In the closely analogouscase,Dial-A-Mattress, the FederalCircuit acknowledgedthat

“(888)” was devoid of source-identifyingsignificanceand that “MATRESS” was a genericterm

for “mattresses”yet held thatthe compositemark “1-888-MATRESS,”when consideredin its

entirely, was not generic. In re Dial-A-Mattress,57 U.S.P.Q.2dat 1811. Exceptfor the Denials

of the Requestsfor Reconsiderationin connection withApplicationsSerialNos. 79/122,365 and

79/122,366in which the Examiner tooka positiondirectly contraryto his own prior analysisand
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the analysesof the othertwo Examiners,the ExaminershavescarcelyacknowledgedApplicant’s

repeatedcitations to suchbedrockprinciples that a mark mustbe consideredin its entirety nor

attemptedto apply or distinguishsuchfundamental principlesfrom the presentcase.

BOOKING.COM is consistentlypresentedand marketed as a unitary mark, and no

reasonhas been suggestedwhy ordinary consumerswill perceiveit as anything buta unitary

mark in which the whole is greaterthan (or at leastdifferent from) the sum of its parts. This is

readily apparent from the evidence submitted by the Examiners and by Applicant and is

obviouslytrue of marksthatparalleldomainnames. (See, e.g., Ser. No. ‘366, PTO Action dated

Nov. 15, 2013,pp. 155-160and Resp.datedOct. 13, 2014, pp. 50-61). Forinstance,“Amazon”

is a river (or to classics scholars a tribe of wild women). However, the composite term

“Amazon.com” is immediately recognizableas a particularbusiness. So too, “staples” means

either basic necessitiesor small metal fasteners,but Staples.com(Reg. No. 2397238) uniquely

refersto an office supplystore. The PTO hasregistereddozensof suchmarkswherean arguably

descriptiveterm is joined with a TLD extension. (See infra note 6). Justso, in eachand every

third party referenceto Applicant’s mark, BOOKING.COM is treatedas a trademark. It is

alwayscapitalizedor otherwisesetapartfrom surroundingtext andit is alwaysusedto refer to a

single source,namely, Applicant. (See, e.g., Ser. No. ‘366, PTO Action datedNov. 15, 2013,

pp. 23-25 and Resp.dated May 15, 2014, pp. 99-116). In contrast, whenthird parties use the

word “booking” on its own, they use theterm quite differently, as a generaldescriptiveterm.

Id.; (Ser. No. ‘366, PTO Action datedNov. 16, 2013, pp. 27-48). Thatthe general publicuses

BOOKING.COM to meanone thing (Applicant and its services)and uses“booking” to mean

other things (suchas theatricalengagementsor the act of making a reservation(see infra note 5

showingthe actualdictionarydefinitions of “booking” in which travel reservationsare not even
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the primary meaning))— often within the samearticle or advertisement— is primafacie evidence

that the consumingpublic doesnot considerthe two designationsto be equivalentand that the

relevantconsumersperceiveApplicant’s mark as a source-identifier.

In this regard, the ExaminersmisconstrueOppedahi& LarsenLLP, 373 F.3d 1171,

1175-77,71 U.S.P.Q.2d1370, 1372-74(Fed. Cir. 2004), for the proposition thata unitary mark

can be broken into compositepiecesfor purposesof assessinggenericness. What Oppedahi

& Larsenactually held was that the claimedmark “patents.com”was merely descriptive,not

that it was generic. In so holding, the FederalCircuit relied on the TrademarkOffice policy that

“if a proposedmark is composedof merely descriptiveterm(s) combinedwith a TED, the

examining attorneymust refuse registrationon the Principal Registerunder TrademarkAct §

2(e)(1), 15 U.S.C. § 1052(e)(1),on the ground thatthe mark is merely descriptive.SeeTMEP §

1215.04.” It did not say that a mark can be brokeninto componentpiecesto assessseparately

whethereachis genericand then simply assumethat the whole is genericwithout any evidence

of genericnessof the whole. To the contrary,the FederalCircuit specifically relied on Estateof

P.D. Beckwith in explaining:

The law requiresthat a mark be “consideredin its entirety.” Beckwith, 252 U.S.
at 546. In Dial-A-Mattress,this court requiredthe Boardto considermarksusing
telephonearea codes. i.e., ‘1-888-MATRESS,” as a whole to determine the
commercialimpressionof the mark. Dial-A-Mattress,240 F.3d at 1345-46.Even
though the area code (888) standing alone was “devoid of source-indicating
significance,” the analysis in Dial-A-Mattress required the Board to weigh the
entire commercial impression, including the (888) prefix, when assessingthe
registrabilityof the mark. Id.

Oppedahl& Larsenthus notedthat “the Board may weigh the individual componentsof

the mark to determinethe overall impressionor the descriptivenessof the mark and its various

components.” In re Nat’l Data Corp., 753 F.2d 1056, 1058, 224 U.S.P.Q.2d749 (Fed. Cir.

1985) (emphasisadded). The court re-emphasizedthe point in its conclusion that: “When
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examining domainnamemarks.the PTO must evaluatethe commercial impressionof the mark

as a whole, including the TLD indicator.” Here, the Examinersperformonly halfof the taskby

never even considering the mark as a whole, much less attempting to assessthe primary

significanceof the entire term to relevantconsumers. All of the evidenceis directed to the

allegedgenericnessof “BOOKING” as a standaloneterm. Moreover,the examinersconflatethe

meaning of the legal category of mere descriptiveness,which was at issue in Oppedahi

& Larsen, with genericness. The differences are significant. It is one thing to say that

consumerscan, in an additive manner,recognizethe combinationof two descriptiveelements

such as “patents” and “.com” as indicating a website with information about patents. It is

anotherthing entirely to say the entire term is usedor recognizedby consumersto designatea

genus of goods or servicesand that the primary signUlcance of such usage is the generic

designation. As statedby the FederalCircuit, “Like the title ‘Fire Chief for a magazinein the

field of firefighting, a phone number is not literally a genus or class name,but is at most

descriptiveof the class.” In re Dial-A-Mattress,57 U.S.P.Q.2dat 1811. Likewise, the domain

name BOOKTNG.COM is not literally a genus or class name, but at most containselements

descriptiveor suggestiveof the class.

There is a world of differencebetweena generic term and a descriptiveterm, yet the

Examinersnever acknowledgethere is any differencewhatsoeverand neverpurport to analyze

the genericnessor not of the entire applied-formark, BOOKING.COM. The refusalsare thus

contrary to the PTO policy explained in Oppedahl& Larsen, and contrary to a century of

precedentthat a markmustbe viewedin its entirety.

Until the Denials of the Requests for Reconsideration in Applications Serial

Nos. 79/122,365and 79/122,366,datedNovember4. 2014, theExaminershereneveronceeven
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mentionedthe bedrockrule that trademarksmustbe viewed in their entirety. Even in thesefinal

two office actions,however,the Examiner’spositionis fundamentallyat oddswith his own prior

position and the positionof the other two Examinerswho entirely ignorethe requirementthat a

mark be viewed in its entirety; andis, of course,inconsistentwith the first Examinerin these

cases,who approvedthe mark for publication! (Ser.No. ‘097, PTO Action datedOct. 13, 2012).

Examiner Snyderrelies primarily on In re Dial-A-Mattress OperatingCorp., 240 F.3d

1341, 57 USPQ2d1807 (Fed. Cir. 2001), in which the court overruledthe TTAB and foundthe

mark 1-888-MATTRESS was not generic for reasons directlyapplicable here. In Dial-A-

Mattress, the Federal Circuitspecifically relied on Estateof P.D. Beckwith (a controlling case

nevermentionedby any of the Examiners)in concludingas follows: “Analyzing the ‘1 -888-M-

A-T-R-E-S-S’ mark as a whole, substantialevidencedoes not support the conclusionthat the

mark is generic. There is no recordevidencethat the relevantpublic refersto the classof shop-

at-hometelephone mattressretailersas ‘1-888-M-A-T-R-E-S-S.,”57 U.S.P.Q.2dat 1811,citing

H Marvin Ginn Corp., 782 F.2dat 991, 228 U.S.P.Q.2dat 532.

In re Dial-A-Mattress did discussIn re Gould PaperCorp., 834 F.2d 1017, 1018-19,

5 USPQ2d1110, 1111-12 (Fed. Cir. 1987), also cited by Examiner Snyder. There the Board

held the term “Screenwipe”was genericfor wipes for computerscreensbecause“the ordinary

grammaticalconstruction”of the combinedterm did not differ regardless howthe terms were

arranged. In re Active Video Networks, Inc., 111 U.S.P.Q.2d1581, 1602-03 (TTAB 2014), also

cited by Examiner Snyder, likewise held that CLOUDTV formed a grammatically coherent

phrase and hence wasgeneric. However, distinguishing In re Gould, the Federal Circuit

explainedin Dial-A-Mattress:

In re Goulddoesnot applyherebecause“1-888-M-A-T-R-E-S-S” a mnemonic
formedby the union of a seriesof numbersand a word — bearscloserconceptual
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resemblanceto a phrase thana compoundword. See In re The Am. Fertility
Soc’y, 188 F.3d at 1348-49,51 U.S.P.Q.2dat 1837 (explicitly limiting the holding
of In re Gouldto “compoundterms formedby the unionof words”). It is devoid
of source-indicatingsignificance,but “(888)” is not a word and is not itself a
genericterm for selling by telephone.

As a matterof law, In re Gould doesnot applyhere. Consistentwith Dial-A-Mattress,

and indeed,consistentwith Oppedahl& Larsen, “.com” is not a word in the English language

and is not itself a genericterm for travel agencyservicesor any of the other servicesofferedby

Applicant. Rather, “.com”is a combinationof a punctuationmark andthreeletters. It is a now-

familiar referenceto one top level domain,but it is first and foremostan addressingtool in the

DNS computerlanguage,not a word in the English language.Precisely because(as recognized

in Oppedahi& Larsen),the TED designation“.com” is not a word but has a specific technical

meaningand function as a referentto a single unique address, unlikethe terms CLOUDTV and

SCREENWIPE, that can be usedin a grammatically coherentfashionto refer to any numberof

cloud-basedtelevision services or wipes for computer screens, it is impossible to use

BOOKING.COM in a grammaticallycoherentway to refer genericallyto anything. Indeed,

there is not a single piece of evidencethat any consumerever has used the term in such a

manner. As Applicant repeatedlyhas observed,ordinary consumerswould never say “I called

my ‘booking.com’ to get areservation”or “I logged on to my ‘booking.com’ to find a hotel.”

Such usageis, of course, grammaticallynonsensical. This is precisely why the Examiners’

analogy to the SCREENWIPEand CLOUDTV casesfails. While it may be grammatically

logical to refer to a type of productor serviceas “a screenwipe” or “a cloud TV” — and indeed,

the recordsin both casesincluded examplesof suchusesby the relevantconsumingpublic — it is

not at all logical to refer to a type of productor serviceas “a booking.com.” A consumer might

say “I calledBOOKLNG.COM to get a reservation”or “I loggedon to BOOKING.COM to find
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a hotel,” but such grammatically intelligible speech would be proper trademark usage in

referenceto the oneand only accommodationsserviceusingthis name.

No precedenthasbeencited extendingthe logic of In re Gould to a domainnamemark.

If there had been. it would be impossiblefor the PTO to have registeredany of the dozensof

such marks it has registered(see infra, note6). To the contrary, as in In re Dial-A-Mattress,

wherethe FederalCircuit explainedthat “Telephoneshop-at-homemattresses’or ‘mattressesby

phone’ would be more apt generic descriptions,”57 USPQ2D at 1811, here, “travel agency

service,”“accommodationssite” or “travel site” would be moreapt genericdescriptions.

Applicant further questionsthe logical basisof extendingIn re Gou/dbeyondthe facts of

that case. Genericnessis a questionof fact. lure ReedElsevierProps.,Inc., 482 F.3d at 1378.

Although it may be appealing to create legal theories as shortcuts to simplify findings of

genericness,the SupremeCourt has establishedthat ultimately the test is what do consumers

understandas the primary meaningof the term. Kellogg Co., 305 U.S. at 118. A court simply

cannot establish a legal rule, in advance, that purports to determine how consumerswill

understandheretoforeunknown combinationsof words (or in this case, a word and a DNS

address). As JudgeMarkey famously noted, “{t]he public is both unawareof, and distinctly

disinterestedin” decisionsby the USPTO. In re Clorox Co., 578 F.2d 305, 308 (C.C.P.A. 1978).

If such a broad test as that laid out in In re Gould could replacefacts, the famous trademark

COCA-COLA would have to be cancelled,as it is simply a combinationof two generic terms

and “the separatewords joined to form a compoundhave a meaningidentical to the meaning

commonusagewould ascribeto thosewords as a compound.” However, that broadtest would

ignore the realitiesof the marketplacein which COCA-COLA functions as a strongtrademark.

13



Unless and until the SupremeCourt reversesKellogg Co., consumerunderstandingof the

primary significanceof a mark remainsthe test.

The Examiners’ positions that BOOKING.COM is generic requires fundamentally

redefiningthe term “generic”— both as a matterof law andlanguage.Justas the FederalCircuit

recognizedin In re Dial-A-Mattress that a phonenumbercanreachonly one entity and,thus, the

claimed mark, l-888-MATTRES can identify only one source, so, too, a specific URL can

identify only one entity. 57 U.S.P.Q.2dat 1811. For this very reason, thereis only one

“Booking.com” and it identifies only one entity: Applicant andApplicant’s services. Becausea

generic term, by definition, identifies a class or genus of goods or services,a term such as

BOOKING.COM that is capableof pointing to one, andonly one, thing cannotbe generic. It is

the very antithesisof genericness.

The applied-for mark BOOKING.COM creates a unique and separate commercial

impressionfrom the word “BOOKING” alone.This is borneout againandagainin the evidence

submitted by the Examiners themselvesand by Applicant: consumersuse and recognize

Applicant’s mark solely to refer to Applicant and its services,but they use theterm “booking”

aloneto refer to a variety of reservationservices. Becauseof the inherent ambiguityof the word,

evenwhenthe word “booking” is usedfor travel reservations(in the evidencesubmittedby the

severalExaminers)it is all-but uniformly accompaniedby other descriptivelanguage,such as

“travel booking” or “hotel booking” or the like. (Ser. No. ‘366, PTO Action datedNov. 16,

2013, pp. 15-49). Therefore, evenif the top level domain “.COM” is not consideredsource

identifying indiciaperse, it doescontributeto a distinct overall commercial impressionsuchthat

the relevantpublic perceivesBOOKING.COM as fundamentallydifferent from “booking” alone.
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There is not a singlepieceof evidencein the recordshowingBOOKING.COM usedby

the relevantconsumersto refer to an entire categoryor type of service offered by Applicant;

there is no dictionary definition of BOOKING.COM; nor is there a single pieceof evidenceof

useof the supposed genericterm by competitors. There is simply no evidencethat the relevant

public understandsor usesBOOKING.COM to referprimarily to a genusor categoryof product.

Consumers referto and call for Applicant’s services by the mark BOOKING.COM (not

“booking” alone), demonstratingrecognitionof Applicant’s mark as a source-identifier. (Ser.

No. ‘366, Resp.dated May 15, 2014, pp. 87-116 and Resp.dated Oct. 13, 2014, pp. 50-61).

Further, Applicant’s family of marks,which include “B.” in logo form andBOOKING.YEAH

emphasizethat the “dot” in “BOOKLNG.COM” is an integral componentof the mark, repeated

acrossrelatedbrands.3(Ser.No. ‘366, Resp.datedOct. 13, 2014,pp. 50-61).

The Boardhasrecognizedthat evena punctuationmark canmaterially alter the meaning

of a term. SeeGuitarStrapsOnline, LLC, 103 U.S.P.Q.2d1745 (T.T.A.B. 2012)(finding that the

addition of a question markto the mark GOT STRAPSchangedthe commercialimpressionof

the mark as a whole). Even if the word “booking” alonewere assumed (forargument’ssake)to

be entirely descriptiveand “.com” weredeemednot to add oneiota to the distinctivenessor

trademarksignificance of the term, this is not sufficient, in and of itself, to hold that the

combinedmark lacks the capacityto distinguishApplicant’s services,becauseBOOKLNG.COM

plainly hasa different meaningand commercial impressionthan “booking” alone. The question

posedin genericnesscases,as statedin Marvin Ginn, is: “What do the buyersunderstandby the

ExaminerSnyderrepeatedlyargues,incorrectly, that Applicanthas somehow concededthat its mark is generic.
This is simply not true. In its September17, 2013 responsein Ser. No. ‘366, Applicant argued thatit should be
permittedto “tack on” its prior useof BOOKFNGS.NLto establish acquireddistinctivenessin BOOKING.COM. In
any event, Examiner Snyder rejectedthis argumentin the Office Action datedNovember16, 2013. Examiner
Snyderrejectedthe argumentthat BOOKING.COM and BOOKINGS.NL are legalequivalentsandApplicant never
concededor meantto suggestits mark couldbe reducedto the word “BOOKING” or (“BOOKINGS”) alone.
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word for whoseuse thepartiesare contending.” In this regard,the specific word claimedas a

mark mustbe assessed.TimelinesInc. v. FacebookInc., 108 U.S.P.Q.2d1993, 938F. Supp.2d

781 (N. D. Ill. 2013) (genericuseof the word “timeline” did not rendergenericactualtrademark

TIMELINES). The actual term Applicant is seeking to register is BOOKTNG.COM not

“Booking.” If buyersdo not understandthe differencebetweenthe noun “booking” or the verb

“to book” and the internet site and trademarkBOOKING.COM, Applicant could not likely

remainin business,let alonebe America’stop-ratedaccommodationssite.

In In re Festivalof Vitamins, LLC, Serial No.85/33160(TTAB 2013) (non-precedential),

the applicant appliedto register ANTI-AGING NATURALS for dietary and nutritional

supplements. The Examining Attorney refusedregistrationon the groundsthat the mark was

generic for the goods, citing to dictionary definitions of “anti”, “anti-aging” and “natural,”

evidencefrom the internet showing use of the terms “anti-aging” and “natural” as adjectives

modifying the namesof various products, including dietary or nutritional supplements,and

evidencefrom the internetshowinguseof “anti-aging” and “natural” togetheras modifiers,e.g.,

“The anti-aging natural supplementsthat used to be . . .“, “PureZen Anti-Aging Natural

supplements”andsimilar evidence.

While the evidence indicates that“anti-aging natural” may be consideredan
appropriatechainof descriptorsfor goodssuchas applicant’s supplements,it does
not showthat thesewords are a unitary phraserather than individual adjectives
that happento be placedtogether.To the contrary, the recordcontainsnumerous
examplesof use of thesewords in formats that are inconsistentwith use of a
unitary, genericterm. In particular,these words havebeen placedin reverseorder;
separatedby a commaor other punctuation;separatedby other words; or other
variations. For example, the advertisements at <juvenon.com> and
<purezenhealth.com>,quoted above, use both “anti-agingnatural supplements”
and the reversedform “natural anti-aging supplements.”The articles quoted
above from Newsday, The Charlotte Observerand Global Cosmetic Industry
show the words at issue interruptedby punctuation,in the forms “anti-aging’
natural” and “anti-aging, natural.” We also note [there are examples]in which
ANTI-AGING andNATURAL are usedas separateadjectives...Theseexamples
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of inconsistentuseof the words at issueunderminethe contentionthat the mark is
generic.Becausea finding of genericnessmustbe supportedby clearevidenceof
genericuse, In re Merrill Lynch, 4 U.S.P.Q.2dat 1143, and becausethe record
fails to prove that the mark at issue is a unitary termthat is understoodby the
relevantpublic primarily to refer to the genusof applicant’sgoods,we find that
the mark has not been shown, by clear evidence,to be generic for applicant’s
goods.

Id. at 8-9. As in In re Festivalof Vitamins, LLC, the evidenceprofferedby the Examinersin this

case showsinconsistentuseof the wordsat issue,suchasuseof “travel booking,” “travel-

booking,” “hotel-booking,” “booking sites,” andthe like, which underminesthe contentionthat

theprimary significanceof the markBOOKING.COM is generic. Thereis simply no evidence

of any useof BOOKING.COM exceptuseby or referringto Applicant. Further,anyuseof

“booking” to referto travel reservationservicesis modified by otherwording. Thereis no

evidencewhatsoeverof third parties- muchlessthe relevantclassof consumers- usingthe

applied-for markBOOKING.COM to refer to any serviceother thanthoseofferedby Applicant.

Even if BOOKING.COM is an apt namefor a travel agencyservice,it is not the generic

namefor that service. The FederalCircuit has drawn a clear distinction betweenan apt name

anda genericone,providing the following exampleby way of illustration:

AMERICAN BAR ASSOCIATION is certainly an apt name for a national
associationof lawyers; however, it is not used as a generic name for national
associationsof lawyers (see, e.g.,NATIONAL ASSOCIATION OF WOMEN
LAWYERS; FEDERAL BAR ASSOCIATION; AMERICAN HEALTH
LAWYERS ASSOCIATION; NATIONAL LAWYERS ASSOCIATION).

In re AmericanFertility Soc‘y, 188 F.3d 1341, 51 U.S.P.Q.2d1832, 1836 (Fed. Cir. 1999);see

alsoIn re CountryMusic Ass‘nIne., 100 U.S.P.Q.2d1824, 1828 (TTAB 2011). Likewise, the

recordin this caseis replete withexamplesof actualgenerictermsfor Applicant’s services,e.g.,

Online Travel Sites,AccommodationSites,Hotel Search,Online Hotel Reservations,Central
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ReservationServices,andthe like.4 (Ser.No. ‘998, PTO Action datedJuly 20, 2014,PP. 34 et

seq.). Thereis simply no evidencethatBOOKLNG.COM bridgesthe gapbetweenan aptname

for travel agency servicesandthe generic name forthat service. All the evidenceis to the

contrary.

In enactingthe Lanham Act in 1946 Congressrecognizedthe two purposesservedby

protectingtrademarks: (1) “to protect the public so it may be confident that, in purchasinga

productbearinga particulartrade-markwhich it favorablyknows, it will get the productwhich it

asks forandwantsto get”; and (2) “where the ownerof a trade-markhasspentenergy, time, and

money in presentingto the public the product, he is protected in his investment from its

misappropriationby piratesandcheats.” S. Rep. 1333, at1 (1946), reprintedin 1946 U.S. Code

& Cong. Serv. 1274, 1274. The Supreme Courtlikewise hasexplainedthe basisfor trademark

protection:

“[B]y preventingothers from copyinga source-identifyingmark,” trademarklaw
“reduce[s] the customer’scostsof shoppingand making purchasingdecisions,
* * * for it quickly andeasily assuresa potentialcustomerthat this item—theitem
with this mark—is madeby the sameproduceras other similarly marked items
thathe or sheliked (or disliked) in the past.”

QualitexCo. v. JacobsonProds.Co., 514 U.S. 159, 163-164(1995) (bracketsin original; citation

andinternalquotationmarksomitted). In clarifying the meaningof the term “generic” forty

yearsafter initial enactmentof the LanhamAct, Congress againconfirmed:

Becauseof their importanceto our nation’scommerce,trademarkslong havebeen
protectedfrom appropriationand misuseby others,both to protectthe consumer

“ The Examiners have submitted evidenceof articles using phrasessuch as “online travel booking sites” to support the
propositionthat BOOKING.COM is generic. Even in these typesof articles, the authorsdistinguishbetweendescriptiveuseof
“booking” aloneand Applicant’s mark BOOKING.COM. For example,one sucharticle states:“We’re starting2014 by looking
at the top online booking sites in travel . . . Booking.com is still the king in travel, by a large margin, over Expedia and
TripAdvisor.” (Ser. No. ‘998, PTO Action datedJuly 20, 2014, pp. 24-25). This plainly shows that the relevant public
distinguishesbetween use of “online booking sites” and BOOKING.COM and does not perceive BOOKING.COM as
designatinga genericcategoryor type of service.
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from deceptionand confusionand to insurethat producersare rewardedfor their
investmentin the manufactureandmarketingof their product.

S. Rep.No. 98-627,at 2, reprintedin 1984 U.S.C.C.A.N.5718, 5719. Refusingto protect

Applicant’s mark defeatsthe very purposesof the LanhamAct as it encourages thirdpartiesto

tradeon Applicant’s singularreputationandwill leadto consumerconfusion. “The trademark

laws exist not to ‘protect’ trademarks,but. . . to protectthe consuming publicfrom confusion,

concomitantlyprotectingthe trademarkowner’sright to a non-confused public.”James

Burroughs,Ltd. v. Sign ofthe Beefeater,Inc., 540 F.2d266, 276,192 U.S.P.Q.555, 563 (7th Cir.

1976) (Markey, J. sitting by designation).For example, theconcern withpreventingconfusion

lay at the heartof the Board’ssignaldecisionin In re DiamondWalnut Growers,Inc., 204

U.S.P.Q.507 (T.T.A.B. 1979),determiningthat ajointly owned markshouldbe registeredso as

to protectapplicants’— andconsumers’- sharedinterestsin preventing confusionanddeception

of trustingpurchasers.Protectionof consumersaswell as Applicant’s enormous investmentin

its uniquely respected markthuscounselsin favor of passingthe BOOKING.COM Marks to

registration.

JudgePosnernotedin Ty, Inc. v Softbelly’s Inc., 353 F.3d 528 (7th Cir. 2003), that“[t]o

determinethat a trademarkis genericand thuspitch it into the public domainis a fateful step.”

Id. at 531. For the Examiners to conclude that the consumer-ranked“most trusted”

accommodations websiteis not permittedto protectthe millions of dollars it has investedin its

nameor to evisceratethe trust reposedin the serviceby millions of loyal customersby protecting

themfrom useof confusinglysimilar namesis a stepthat shouldnot be lightly taken. It is indeed

entirely unsupportedby the evidence.

D. Failureto Proveby ClearEvidence

19



The Examinershave the burdenof proving a term is genericby clear and convincing

evidence. In re Merrill, Lynch, 828 F.2d at 1571. The Examinersmustprove (1) that the term

appliedfor (BOOK1NG.COM)is the genusof the goods/services coveredby the application,and

(2) that the term soughtto be registeredis understoodby the relevantpublicprimarily to refer to

thatgenusof goods/services.The Examinershavenot met their burdenon eitherof thesepoints.

The evidenceof recordassembledby the Examinersconsistsof:

(1) printouts from websitesusing theterm “booking” to refer to reservations(almostall

of which are modified by termssuchas “hotel” or “travel” or “site” to clarify the meaningof the

inherently ambiguousterm “booking”). (Ser. No. ‘998, PTO Action dated Apr. 22, 2013,

pp. 7-42).

(2) Dictionary definitionsof “booking” and“.com”, separately,from varioussources. In

the majority of thesedefinitions,the primary definitions listed for “booking” havenothingto do

with Applicant’s services. (Ser.No. ‘366, PTO Action datedNov. 16, 2013,pp. 52-67, 79-82)

(3) Printouts from Applicant’s website,which clearly show thedifferencebetweenthe

use of the trademark BOOKING.COMand any descriptive use of “booking” alone. (Ser.

No. ‘998, PTO Action datedApr. 22, 2013, pp. 52-57 and PTOAction dated July20, 2014,

pp. 47-57).

(4) Registrationsfor variousmarkswhich contain“booking services”in the identification

of services — again with the inherently ambiguousterm “booking” clarified by additional

wording suchas hotel-bookingservicesor travel-bookingservices. If “booking” were indeeda

genusof services,then “booking services” wouldbe anacceptableidentificationof servicesfor

trademark registrations; but it is not. (Ser. No. ‘366, PTO Action dated Nov. 16, 2013,

pp. 83-128).
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(5) Printouts from the USPTO Identification of Goods and Services Manual for

descriptionsof goodscontainingthe term “booking”; againeachdescriptionof servicesmodifies

the term “booking” to clarify the meaning of the inherently ambiguous term“booking.” A

description of “booking services” -- and certainly “BOOKING.COM services” — in an

application for registrationwould not be considered sufficientlyclear by the U.S. Patentand

TrademarkOffice. (Ser.No. ‘998, PTO Action datedJuly 20, 2014,pp. 95-96).

As a preliminary matter, Applicant objects to all of the evidence submitted by the

Examinersthat originates with non-Americansources,such as evidencefrom non-American

dictionariesand websitesoriginating outsidethe United Stateswith no provenconnectionto the

U.S. market. The relevant consumersfor purposesof U.S. registrationare U.S. consumers.

Materials preparedby or targetedto non-U.S.consumersare irrelevant.

Conspicuouslyabsent from the Examiner’s evidence is any dictionary definition of

BOOK1NG.COM.5Nor is there any evidencethat the relevant consumingpublic primarily

understandsthe mark “BOOKING.COM” to refer to any genusof goods or services. It is

scarcely imaginable thata consumer,wishing to speakto his or her humantravel agent.might

say “I am going to call my BOOKLNG.COM” or “I am going to drive over to the

BOOKTNG.COM to pick up my tickets.” Likewise, thereis no evidencethat consumersin the

online world refer to any of the many competingaccommodationsand travel sites such as

According to the evidenceprovidedby the Examiners,the primary descriptivemeaningof ‘booking” is for theaterbookings.
not travel. See Dictionary.com noun 1. a contract. engagement.or scheduledperformanceof a professionalentertainer.
2. reservation 3. the act of a person who books. http:i’dictionarv.reference.comhrose!hookina’?s=t: See also
MerriamWebster.com.I an arrangementfor a personor group (such as a singeror band) to perform at a particularplace:2. an
arrangementto have something(such as a room) heldfor your use at a later time: 3. soccer the act of officially recordingthe
nameof a player who has broken the rules in a game. Collins American
Dictionary (previously attached), noun: an engagement. as for a lecture or concert.
http://www.collinsdictionarv.com/dictionarv/american/bookine?showCookiePolicvtrue;The Online Slang Dictionary,
adjective,“cool. From predictivesoftwareusedin cell phonetext messaging.“Book” and “cool” sharethe samekey sequence”:
verb, “to leave quickly.” http://onlineslangdictionarv.coni/meanino”delinition-ol’/booking:Urban Dictionary, verb. “running
really fast” http://www.urbandictionarv.com/define.php?termbooking.Hence,by law, the primarymeaningevenof “booking”
alone (whichis not Applicant’s trademark)is not for travel services.
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Travelocity, Expedia, Orbitz,or any others,as “Booking.coms” or even“Bookings.” Similarly,

there is no evidencethat travel agentsin the brick and mortar world or the online world call

themselves “Booking.coms”or even“Bookings.”

Also conspicuouslyabsentis any evidenceof a competitiveneedfor third partiesto use

Applicant’s mark BOOKING.COM. The major reasonsfor not protecting generic terms as

marks are: (1) to prevent the owner of a mark from inhibiting competition in the sale of

particular goods; and (2) to maintain freedomof the public to use the languageinvolved, thus

avoiding the possibility of harassinginfringementsuits by the registrantagainstotherswho use

the mark when advertising or describing their own products. 15 U.S.C. § 1052. That

competitorscan describetheir serviceswithout using the term in issueis positiveproofthe term

is not generic. Dial-A-Mattress, 57 U.S.P.Q.2dat 1811; Elliot v. Google Inc., supra,

U.S.P.Q.2dat —, 2014U.S. Dist. Lexis 127352at *38, citing Salton, Inc. v Cornwall Corp., 477

F. Supp. 975,886 (D.N.J. 1979). Here, therecord is devoid of any evidencethat Applicant’s

competitorsneedto useBOOK1NG.COMto adequatelydescribetheir own services.

The Examinersinclude examplesof a few domainnamesin which the term “booking”

appearsto support the propositionthat thereis a competitorneed to use BOOKING.COM to

describe competing services. (Ser. No. ‘998, PTO Action dated July 20, 2014, p. 9).

Preliminarily, the TrademarkTrial andAppeal Boardhasrepeatedlyheld thatuseof wording in

a domainname,without more, “merely indicatesthe location on the Internetwhere [a] Web site

appears.It doesnot separatelyidentify [any] servicesas such.” In re Willhiam H Eilberg, 49

U.S.P.Q.2d 1955 (TTAB 1998); In re Vicki Roberts. 87 U.S.P.Q.2d 1474 (TTAB 2008).

Therefore,examplesof baredomain names— wherethe mark BOOKING.COM is not separately

usedon the websiteitself to describethe competitor’sservices— are not persuasiveevidencethat
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thereis a competitorneedto useApplicant’s mark.

More important, substantively, notone of the usescited by the Examinersshowsuseof

the composite termthat is the actualtrademark,BOOK1NG.COM. As noted,the United States

Supreme Courthasheld, andit hasalwaysbeenan the unquestionedfirst principle of trademark

law, that “[t]he commercial impressionof a trade-markis derivedfrom it as a whole, not from its

elements separatedand consideredin detail. For this reason it should be consideredin its

entirety . . .“ EstateofP.D. Beckwith, Inc., 252 U.S. at 545-46; In re HutchinsonTechnology,

supra (Board erroneouslyfailed to considerthe term HUTCHINSON TECHNOLOGY as a

whole). Evendisclaimedelementsof a mark mustbe consideredin evaluatingthe mark. In re

Nat’l Data Corp., 753 F.2d 1056, 1060,224 USPQ 749, 752 (Fed. Cir. 1985). The Examiners

have at no point sought to reconcile theirviews with this first principle of trademarklaw.

Indeed,becauseApplicant’s mark also servesas a URL, it must by definition point to only one

unique addresson the internet. As a matterof law, it could not function evenas a URL (much

lessas a trademark)if otherscould usethe term to refer to an entire genusof services. Although

Applicant recognizesthat the PTO has long held that the TLD “.com” itself has no source

indicating function, it plainly contributesto the overall meaningof the mark,BOOKING.COM,

just as “(888)” which was devoid of source-indicatingsignificance,contributedto the overall

meaning of 1-888-MATRESS, such that the alphanumericphone numbercould, and did,

function as a mark. In re Dial-A-Mattress, 57 USPQ2d at 1811. In this case, as amply

demonstratedby the evidencesubmittedby the Examinersand by Applicant, the addition of

“.com” plainly addsmeaningto the mark suchthat BOOK1NG.COM is usedandunderstoodby

consumersas having a completelydifferent meaningfrom “booking.” Indeed,the addition of

“.com” thoroughlytransformsthe source-indicating functionof the word. Thus,as shownabove
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in the examplesof the namesAmazon.comand Staples.com,the addition of “.com” changesthe

overall meaning or commercial impressionof the term — even though it does not add any

“witticism” or doubleentendresuchas the oft-quotedhypotheticalmark “Tennis.Net.” Certainly

it is the Examiners’burdento show otherwiseor that thereshouldbe someexceptionto the rule

establisheda centuryago by the SupremeCourt. The Examinershere makeno effort to do so.

The pretensethat the four characters“.com” in BOOKING.COM can simply be ignored does

violenceto the Englishlanguageandto simplecommonsense.

Bearing in mind that the analysisof genericnessis a questionof fact, the format of

trademarksas domainnamesvirtually assuresthat the term cannotbecomegenericbecause,by

definition, only one entity can use that name. Indeed, the very fact that the top-level

domain .com signifies to the public that the user of the domain name is a commercialentity

(which supportsthe actual PTO rule that designation“.com” alone has no source identJj.dng

significance,not thatit hasno meaningwhatsoever)makesit virtually impossible,conceptually,

for that single commercialentity to designatean entire genusof goods or services. Thus, by

example,the descriptive term“dictionary” is likely generic, butaddingto it the TLD designation

“.com” immediatelysignifies to the public that the user of the domain name is a commercial

entity. Not surprisingly, the PTO has registeredDICTIONARY.COM and dozensof other

similar namesin which the secondlevel domainis plainly descriptiveor evengeneric,but where

the mark as a whole was foundcapableof distinguishingthe owner’s services.6This is entirely

6 As attached to Ser. No. ‘366, Resp.dated May 15. 2014. pp. 13-14: Reg. No. 4473679 -

WWW.HEDGEFUNDRESEARCH.COM;Reg. No. 4102997- LOCAL.COM: Reg. No. 4473656-CHEAPROOMS.COMReg.
No. 4473546 - MONEYLAL.JNDERING.COM; Reg. No. 4460827 - WORKOUT.COM; Reg. No. 4337199 -

PARTYDIGEST.COM; Reg. No. 4449876 - U1’JIVERSITYJOBS.COM: Reg. No. 4447376 - REPLACEYOURCELL.COM;
Reg. No. 4446472 - BUYLIGHTFIXTURES.COM; Reg. No. 4212218 - ORANGECOUNTY.COM: Reg. No. 4294532 -

ENTERTAINMENT.COM; Reg. No. 4374363 - DEALER.COM: Reg. No. 4367264 - SKI.COM; Reg. No. 4319981 -

DIAPERS.COM Reg. No. 3,566,509 - ANCESTRY.COM; Reg. No. 3.862.166 - ANSWERS.COM; Reg. No. 4,184.950 -

DICTIONARY.COM; Reg. No. 3,556,668.3,072,366(and others) - REGISTER.COM: Reg. No. 3.860.755 - TUTOR.COM;
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consistentwith the rule enunciatedin Dial-A-Mattressand In re Gould, because “.com”is not a

word in the English language;it is an addressingconventionin the DNS system. None of the

Examinershas even attemptedto distinguish the presentcase from these casesfactually or

legally. The very premiseof the holding in In re Oppedahi& Larsen, 373 F.3d at 1173, 71

U.S.P.Q.2dat 1371, is that the term .com does havea descriptivemeaning. The Examiners

disregardthe actual basisof the decisionand strip all meaningfrom .com, such that it is no

longerevenpartof the mark.

E. The AuthoritiesReliedOn in Supportof the RefusalareInapt

The Examiners cite to several “.com” cases to support the conclusion that

BOOKNG.COM is generic.7 As a matter of law, the facts in these casesas to consumer

perceptionsof marksother thanBOOKING.COM prove nothing as to the consumerperceptions

of the mark in issue. Thesecasesare factually distinguishableand do not supportthe conclusion

that the wording “BOOKING.COM” is incapableof functioning as a source-identifier. In each

of the cited cases.thereare literally no other meaningsfor the termssoughtto be registeredwith

“.com” other thanthe subjectmatterof the servicesoffered through the websites. Eachof the

terms MATTRESS, HOTELS, LAWYERS, BLINDS AND DRAPERY (used together) and

CONTAINER hasonly one, immediately identifiableandunderstandablemeaning.

Reg. No. 3.927.183 - WEATHER.COM: Reg. No. 2.349.285 (and others) — WEBMD: Reg. No. 2665841 -

CHEAPTICKETS.COM:Reg. No. 2397238- STAPLES.COM:and Reg.No. 2638360- BESTBUY.COM.

In re l800Mattress.cornJPLLC. 586 F.3d 1359.92U.S.P.Q.2d1682 (Fed. Cir. 2009) (MATTRESS.COM genericfor “online
retail store servicesin the field of mattresses.beds. and bedding). In re Hotels.co,n,L.P., 573 F.3d 1300. 91 US.P.Q.2d 1532
(Fed. Cir. 2009) (HOTELS.COM generic for “providing information for others about temporary lodging: [andi travel agency
services, namely,making reservationsand bookings for temporary lodging for others by meansof telephoneand the global
computer network”). In re Reed Elsevier Properties Inc.. 482 F.3d 1376, 82 U.S.P.Q.2d 1378 (Fed. Cir. 2007)
(LAWYERS.COM generic for “providing an online interactive databasefeaturing information exchangein the fields of law,
legal news and legal services”), In re Eddie Z’s Blinds & Drapery. Inc.. 74 U.S.P.Q.2d 1037 (TTAB 2005)
(BLINDSANDDRAPERY.COM genericfor retail storeservicesfeaturingblinds, draperiesand other wall coverings,sold via the
Internet).and In re Martin Container,Inc., 65 U.S.P.Q.2d1058, 1061 (TTAB 2002) (CONTAINER.COM generic).
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Laying aside the impossible premisethat consumerperceptionsof one mark permit

inferencesas to consumerperceptionsof an entirely different mark, and focusing only on the

isolatedfact that the claimedmarksin issuealso could serveas domainnames,in sharpcontrast

to the namesin all of the cases citedby the Examiners,the term “BOOKING” is fundamentally

ambiguous becauseit can refer to many different things (see supra note4), including

entertainmentbookings,theatricalbookings and criminal bookings,securitiescontractsas well

as a slangusagefor being bookish. The first andprimary definition for the term “booking” is

“[a]n engagement,as for a performanceby an entertainer.” Therefore,basedon the evidenceof

record assembledby the Examiners,BOOKING.COM cannotbe “understoodby the relevant

publicprimarily to refer to that genusof goodsor services”becausemore information is needed

by the consuming public to understandany specific meaning about the term. The mark

BOOKING.COM, unlike the cited examples,simply does not convey a readily identifiable

commonnamefor a type or genusof goodsor services.

The other casescited by the Examinersin fact held that the markswere descri2,tive,not

generic, of the services at issue. See Oppedahi& Larsen, supra, (PATENTS.COM merely

descriptive); In re Microsoft Corp., 68 U.S.P.Q.2d1195, 1203 (TTAB 2003) (OFFICE.NET

merely descriptive). These casessupport Applicant’s contention that BOOKING.COM is

likewise capableof functioningas a sourceidentifier.

Understandingthat consumerperceptionsmust be judged on a case-by-casebasis, the

most relevant “.com” case conceptuallyis In re Steelbuilding.coin,415 F.3d 1293 (Fed. Cir

2005). wherethe court reversedthe TTAB’s holding that STEELBUILDING.COM was generic.

The Federal Circuit held that the Board construedthe genusof the applicant’s servicestoo

narrowly and wrongly dismissedthe addition of the top level domain “.com” despite its

26



expansionof the meaningof STEELBUILDING.COM. The FederalCircuit held that the fact

that servicesotherthan “steel buildings” were offered was an importantdistinction. Further,the

additionof “.com” expandedthe mark to includeInternetservicessuchasbuilding anddesigning

steelstructureson the websiteandthencalculatingthe appropriateprice.

This samelogic appliesto Applicant’s mark BOOKfNG.COM. The apt genusof service

is “travel agencyservices,”not merelyreservationservices.Applicant’s servicesare offeredboth

in person and online. Thus, the addition of “.com” expandsthe mark to make a mental

connectionin the minds of consumersbetween Applicant’sbrick and mortar servicesand its

online services. It also expandsthe mark to include Internet servicessuch as soliciting and

collating user-generatedcontentsuchas reviewsof lodgingsandothertravel relateditems. Like

STEELBUILDING.COM, when taken as a whole, BOOKING.COM conveys muchmore than

mere “reservation” services. Viewing all of the facts presented,including the absenceof any

evidencethat consumers recognizeBOOKING.COM as the generic name of any product or

service, it is submittedthe mark should be passedto registrationand consumerloyalty to the

mosttrustedaccommodationssite inUnited Statescommerceshouldnot be betrayed.

II. BOOKING.COM IS INHERENTLY DISTINCTIVE

Applicant maintainsthat BOOKING.COM is inherently distinctive and suggestive

because eventhe word “BOOKING” is inherently ambiguous and conveys no concrete

information aboutApplicant’s services. BOOKING.COM is not a known word in the English

languageand, taken as a whole, doesnot directly describe Applicant’sservices. If the Board

maintainsthe position that BOOKING.COMis descriptive,then, in the alternative,Applicant

pleadsthatBOOKLNG.COM hasacquireddistinctivenessfor the reasons statedbelow.

III. IN THE ALTERNATIVE, BOOKING.COM HAS ACQUIRED
DISTINCTIVENESS
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In determiningwhetherthe applied-formark has acquired distinctiveness,the following

factors are generally considered:(1) length and exclusivity of use of the mark in the United

Statesby Applicant; (2) the type, expenseand amountof advertisingof the mark in the United

States; and(3) Applicant’s efforts in the United Statesto associatethe mark with the sourceof

the goods, such as in unsolicited media coverage and consumer studies. See In re

Steelbuilding.com,415 F.3d 1293, 1300, 75 U.S.P.Q.2d1420, 1424(Fed. Cir. 2005). A showing

of acquired distinctivenessneed not consider all of these factors, andno single factor is

determinative.Id.; 37 C.F.R. § 2.41.

A. Length andExclusivity of Useof theMark

Applicant has beenusing BOOKING.COM since at least as early as 2006, a period of

approximatelyeight years. (Ser. No. ‘366, Resp.datedMay 15, 2014, p. 86). Prior to adopting

the mark BOOKfNG.COM, Applicant usedthe similar marksBOOKINGS andBOOKINGS.NL.

Id. Applicant owns a SupplementalRegistration for BOOKINGS.COM and a Principal

Registrationfor BOOKING.YEAH. Id. p. 59.

Applicant conductsan enormousamountof businessunder the BOOKTNG.COM mark.

In connectionwith its mark BOOKING.COM. Applicant offers customersthe ability to make

reservationsat over 446,000hotels and accommodations-providersin over 200 countries. Id.

p. 84. Over 625,000 room nights are reservedthrough Applicant’s BOOKTNG.COM service

every day. Id. p. 86. Applicant offers its BOOKII\JG.COM service in more than 40 languages.

Id. The total transactionvalue of mobile accommodationreservationsmade throughthe

BOOKTNG.COM websitemore than doubled fromover $3 billion in 2012 to over $8 billion in

2013. Id. p. 84. As of February2015, Applicant advertisesclose to 600,000propertieson its

websiteandover750,000room nightsarereservedeveryday.
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The sheerbreadthof the businesscarried out under the BOOKLNG.COM mark means

that a staggering number of customersare not only exposed to Applicant’s mark — but

affirmatively seekout Applicant’s BOOKING.COM brandedservicesto purchasetravel related

services. If Applicant’s markdid not carry somedistinctive quality that allowed customersto

recall and seek outApplicant’s servicesthen it would be impossiblefor Applicant’s businessto

thrive, as it has.

B. Natureof Advertising

The record contains numerous examples of Applicant’s unique and innovative

advertising. Applicant’s BOOKTNG.COM mark is always used in a unitary fashion and

displayedin sucha mannerthat consumersare likely to perceive“BOOKING.COM” as a unitary

and distinctive mark. For example, Applicantran web bannerson the popular travel site

TripAdvisor.com.8(Ser. No. ‘366, Resp.datedOct. 13, 2014, pp. 5 1-52). Given the natureof

use, prominent placement,and use of a contrasting colorschemein which the color of the

BOOKTNG.COM mark is tied to the color of the “action” button on the banner,consumers

viewing these advertisements perceivedBOOKING.COM as the brand name for Applicant’s

services,not as a genericterm namingaccommodationwebsites,generally. Id. Applicant’s use

of the descriptive phrase“Planet Earth’s#1 AccommodationSite” in close proximity to its

BOOKING.COM trademark further underscoresthat consumersare likely to recognize

Applicant’s mark as a distinctive trademarkratherthanas a descriptoror genericcategoryname.

Id.

In addition, Applicant frequently promotesits BOOKING.COM mark in conjunction

8 TripAdvisor.comis itself a registeredmark notwithstandingthat it is simply a combinationof two descriptiveor
generic terms(Reg.Nos. 4,454,774and3,171,193).
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with or in closeproximity to its B-dot Logo (Reg. No. 4,460,494). Forexample,on the

Booking.commain websitethe B-dot Logo appearsas the “favicon” adjacentto the word mark

BOOKING.COM in the browsertab. Id. pp. 59-60. This type of advertisingunderscoresto

consumersthat BOOKING.COM must be viewed as a unitary mark in which the “dot” is an

integralcomponentof the mark.

Applicant’s family of marks, including its BOOKING.COM, B-dot Logo, and

BOOKING.YEAH (Reg. No. 4491012)marks use a consistentdark blue, light blue, and white

color scheme,letter stylizationand overall look. Id. p. 60. The unified brandingcontributesto

the inherentdistinctivenessof Applicant’s stylized BOOKING.COM Marks, Ser. No. ‘365 and

Ser.No. ‘366.

C. Type andExpenseof Advertising

Applicant has consistently reachedmillions of American consumersover severalyears

through its widespread advertisingof its BOOKING.COM marks. (Ser. No. ‘366, Resp.dated

May 15, 2014, pp. 84-86). Applicant has reachedmillions of American television viewers

through BOOK1NG.COM television commercialsaired on all the major networks and other

nationalchannels. ThesechannelsincludeABC, CBS, NBC Sports,Fox Soccer,MSNBC, TBS,

TNT, A&E, History, USA, ComedyCentral, Bravo,HGTV, FX, IFC, Travel, Style, E!, TNT,

AMC, ESPN,BBC, DIY, Fox Soccer,NBA TV, ScienceChannel,TLC, Nat Geo, SYFY, Spike,

and TruTV, amongothers. Id. p. 86. Applicant reachedapproximately6.6 million viewers in a

one week promotion on Fandango.comin October2013. (Ser. No. ‘366, Resp.dated Oct. 13,

2014,pp. 55).

Applicant’s BOOKTNG.COM brandedwebsite receives,on average,10.3 million unique

visitors from the United Statesper month and over thirty million (30,000,000)unique visitors
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worldwide eachmonth. (Ser.No. ‘366, Resp.dated May15, 2014,P. 85). The fact thatmillions

of individuals seek outApplicant’s serviceson a regular basis demonstrates broadconsumer

recognitionof Applicant’s markas a source-identifier.

There are over 2.2 million United States-basedsubscribersto newslettersbranded under

the BOOKING.COM mark. Id. p. 86. These newslettersadvertiseApplicant’s BOOKING

.COM servicesand are sent outan averageof 2-3 times per month. Id. This is significant

becauseit meansthat over 2 million individuals in the U.S. actively soughtto join Applicant’s

BOOKING.COM mailing list, demonstratingthe customerloyalty of over 2 million individuals

in the U.S. to the BOOKING.COM brand and service. Furthermore,this type of direct,

personalizedinteraction betweenApplicant and its customerscementsthe BOOKTNG.COM

brandas a source-identifier.

In the first quarterof 2013, Applicant reachedover 20 million (20,000,000) American

consumersthrough BOOKING.COM commercialsbroadcastin movie theatersprior to feature

films. Id. p. 87. In the first quarterof 2013, Applicant reachedover 19 million (19,000,000)

AmericanconsumersthroughBOOKING.COM Internet commercialsstreamedon websitessuch

asHulu.com, Tremor.com,andYouTube.com.Id.

Applicant’s extensiveadvertisingprovideswide and significant exposureto Applicant’s

mark. Furthermore,the customer interactionswith the brand— joining Applicant’s mailing list,

seekingout Applicant’s commercialson web video channelslike YouTube — demonstratethat

Applicant’s efforts to develop distinctiveness have succeeded,and customers recognize

BOOKING.COM as a sourceidentifier.

D. UnsolicitedMedia CoverageandConsumer Commentary

Applicant’s BOOKING.COM servicehasreceivednumerous industryawards,including,

for example:
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• J.D. Power and Associates,a premier researchand analytics firm, ranked
BOOK1NG.COM First in Consumer Satisfaction among independenttravel
websitesbasedon a consumersurvey (2013);

• Hospitality Sales & Marketing Association International, the hospitality
industry’s leadingadvocate for intelligent, sustainablehotel revenue growth,
awarded Booking.com a “Gold” level Adrian Award for its 2013
BOOKING.YEAH advertisingcampaign(2014);

• Mobile Travel & Tourism awarded BOOKTNG.COM the “Best Tablet App”
(2014);

• Mobile Travel & Tourism awarded BOOKLNG.COM the Best Mobile Site.
(2014).

Id. p. 86. These awardsdemonstrate significantrecognitionof BOOKTNG.COM as an indicator

of sourceboth from endconsumersandfrom Applicant’speersin the travel industry.

On the social media website, Facebook.com,over 2.7 million people have “liked”

BOOKTNG.COM and nearly 58,000 consumersare “talking about” BOOKTNG.COM. (Ser.

No. ‘366, Resp.datedOct. 13, 2014, p. 58). The numberof “likes” by consumersdemonstrates

strong customer loyaltyand recognition of BOOKING.COM as a brand. For context, the

numberof individuals that have “liked” BOOKING.COM on Facebookis much higher than

comparableaccommodationsand travel companiessuch as TRAVELOCITY, HOTELS.COM,

TRAVELZOO, and ORBITZ. Id.

On the micro-blogging site Twitter, over 53,200 people are “following”

BOOKTNG.COM. Id. pp. 56-58. This is morethan comparable travelandaccommodationssites

like HOTELS.COM,TRIVAGO, andHOTWIRE. Id. Customersfrequentlyuse@bookingcom

to engageApplicant in dialoguethroughTwitter. Id. This further demonstratesthat consumers

recognizeanduse“BOOKLNG.COM” to refer to Applicantandto accessApplicant’s services.

A searchfor Applicant’s markBOOKING.COM on the GoogleNews servicegenerated

over 2,000unsolicited news articles. (Ser. No. ‘366, Resp.datedMay 15, 2014, p. 87). The
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sheer volume of unsolicited news articles discussing Applicant’sBOOKING.COM service

demonstratesan enormouspublic recognitionof Applicant’s markas a sourceidentifier.

There are tens of thousandsof unsolicited consumerreviews of the BOOK1NG.COM

service onthird party review websites, including 9,672 reviews on Review Center (with an

averagerating of 4.4 out of 5 stars)and 57,396 reviews on Feefo (with an aggregaterating of

94%). Id. p. 67 This demonstrates significantconsumerrecognitionof BOOKING.COM as

pointingto a singlesourceof services.

In short, Applicant’s mark, BOOKfNG.COM, has acquireddistinctiveness throughits

long use in the United States, its significant advertising campaigneducating customersto

identify the mark as an indicatorof source,and significant consumerexposureto the mark. The

successof Applicant’s efforts to acquiresecondarymeaningare evidentfrom the vast unsolicited

mediacoverageof Applicantand its mark, Applicant’s socialmediafollowing, andthe numerous

consumerand industryawardsApplicanthasreceived.

CONCLUSION

For the foregoing reasons,the refusals to register on the basis of § 2(e)(l) of the

TrademarkAct, 15 U.S.C. § 1052(e)(l), for the reason that BOOKING.COM is allegedly

generic, descriptive, and that Applicant has failed to prove acquired distinctivenessunder

Section2(f) shouldbe reversedin eachof the subject applications.

Dated: February10. 2015
Moskin, Esq.

Califa, Esq.
90 ParkAvenue
New York, NY 10016-1314
Phone:(212) 682-7474
E-mail: 1PDocketing(foley.com

itted,
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